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DETAILED ACTION 
Information Disclosure Statement 
1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper. 11 Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 



Drawings 

2. The drawings are objected to because of the following: 

a. They fail to comply with 37 CFR 1.84(h) and (u)(l) because FIGS. 13 and 23 
comprise more than one figure that are not clearly separated from one another and not 
consecutively numbered. 

b. They fail to comply with 37 CFR 1.84(m) because solid black shading (FIGS. 13 
and 23) is not permitted. 

c. They fail to comply with 37 CFR 1.84(u)(l) because the figures numbers should 
be followed by a capital letter, not a lower case letter. 

d. They fail to comply with 37 CFR 1.84(u)(2) because the view numbers are not 
larger than the numbers used for reference characters. 

e. They are illegible insofar as the shading used in FIG. 23 for "No Foam" and 
"Black" are indistinguishable. 
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f. They are illegible insofar as the lines used in FIGS. 24-26 for "No Foam" and 

"Black" are indistinguishable. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if only one 
figure is being amended. The figure or figure number of an amended drawing should not be 
labeled as "amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must be 
renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Specification 

3. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 



4. The abstract of the disclosure is objected to because the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition. Therefore, the abstract 
should include the technical disclosure of the improvement, such as the density of the filler, 
shape and orientation of the holes, etc. Correction is required. See MPEP § 608.01(b). 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 5, 9, 15 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. Claims 5 and 15: The open ended range of fibers having a denier greater than 15 
is unduly broad. One of ordinary skill in the art could not interpret the metes and bounds 
of the claim so as to understand how to avoid infringement. 

In support, claim 5 depends upon claim 1 . The denier range encompassed by 
claim 5 that will also meet the limitations and features of claim 1 cannot be readily 
ascertained by one of ordinary skill. The present specification includes fibers that are 2- 
10 microns (see FIGS. 2A, 2C, 3A, 3C, 4A, 4C, 5 A, 5B, 6A, 6C). The conversion from 
microns to denier for a polypropylene fiber (a polyolefin resin), as noted in Marmon, U.S. 
Pat. No. 6200669, (at 4:3-4) is: a 15 micron fiber has a denier of about 1 .415. Therefore, 
applicant's disclosure of 2 tolO microns is equal to a denier of about 0.187 to 0.943 for a 
polyolefin resin fiber. However, the scope of claim 5 is determined by not only the void 
volume, elongated pore, and pore direction limitations of claim 1, but also the elements 
(type 1 fabric, type 2 fabric, type 3 fabric, yellow foam, black foam) or combinations 
thereof (1-2, 1-3, 1-Y, 1-B, 2-1, 2-3, 2-Y, 2-B, 1-2-3, and so on) that comprise the filler. 
Therefore, the open ended range is vague and unduly broad. 
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b. Claims 9 and 19: The exemplary language "such as" that is used to link the non- 
fibrous elements limitation to the terms foam and sponges is vague and indefinite because 
one of ordinary skill in the art could not interpret the metes and bounds of the claim so as 
to understand the how to avoid infringement. One of ordinary skill in the art could not 
determine whether a porous filler material having a non-fibrous element that is not foam 
or sponge would infringe the claim. For example, the combination wherein the porous 
filler material comprises fiber reinforced air-entrained concrete would meet both the 
fibers and non-fibrous elements but not the foam and sponges. Therefore, the metes and 
bounds of the claim are vague and indefinite. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dugan 
(US-3855132). 

a. Claim 1 : First, applicant's disclosure (at 4:16-17) misinterprets the Dugan 
teaching of the criticality of the percentage void volume. Looking to Dugan at column 2, 
lines 34-38, the percentage of void volume is not critical (emphasis added). Therefore, 
there is suggestion within Dugan itself to use a void volume other than 95percent in order 
to vary the water capacity of the filler. Dugan mentions that a 95 percent void volume 
and 10 pores per lineal inch is a suitable combination but does not exclude other void 
volumes or pore distribution. Therefore, the Dugan specification is not limited to the 
particular percent void volume and pores per lineal inch, but rather presents them as 
suitable. The disclosure of Dugan is directed to the teaching of a correlation between 
void volume and water capacity of the filler. 

Second, looking to specification of the present application, there is no explicit or 
direct association of the claimed 10 to 70 percent void volume to any of the mentioned 
filler elements. In other words, the disclosed elements (type 1 fabric, type 2 fabric, type 3 
fabric, yellow foam, black foam) are not explicitly mentioned as being within the range 
of 10 to 70 percent void volume. Further, the combinations (1, 2, 3, 1-2, 1-3, 2-3, 1-2-3, 
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1-Y, 2-Y, 3-Y, 1-2-Y, 1-3-Y, 2-3- Y, 1-2-3-Y, 1-B, 2-B, 3-B, 1-2-B, 1-3-B, 2-3-B, 1-2-3- 
B, 1-Y-B, 2-Y-B, 3-Y-B, 1-2-Y-B, 1 -3-Y-B, 2-3- Y-B, 1-2-3-Y-B) are not explicitly 
mentioned as being within the range of 10 to 70 percent void volume. 

Third, as a practical matter one could infer from the present application that a 
gutter filled only with foam having 1- to 75 percent void volume reads on the claim. 
Dugan teaches that there is a correlation between void volume and water capacity and 
that the percentage of void volume is not critical (at 2:34-38). If 95 percent void volume 
is suitable, as specifically mentioned in Dugan (at 2:34-38), then 10 to 75 percent void 
volume would reduce the water capacity of the filler and also allow for less debris to 
enter the filler voids. 

Therefore, one of ordinary skill in the art of hydrology, at the time the invention 
was made would have recognized that void volume affects water capacity, and reducing 
the void volume would allow less debris to enter the voids in the filler, and inherently 
reduce the water capacity. 

The "reticulated filler" of Dugan meets the claimed "elongated" pores because the 
foam filler includes a plurality of passages through which the water flows. Further, the 
claim dos not limit or define the direction of elongation. The claimed "lengthwise" 
direction of the filler material pores does not structurally define over Dugan which 
includes a filler material that is foam and intended to serve the purpose of filtering 
rainwater captured in a gutter. Dugan mentions various configurations of the filler 
material including those that fit the gutter and those that are compressed within the gutter. 
As noted by applicant, an inherent property of random or reticulated foam is that 
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compression does not affect pore size (at 15:13-15). Moreover, it is inherent that the 
randomized nature of the Dugan foam includes lengthwise pores and includes pores 
extending in the rain flow direction, i.e., (i) downward due to gravity and the downward 
force of the rain on the filler, (ii) horizontally due to the confines of the gutter beneath the 
filler and capillary action, and (iii) through the passages that are formed in the reticulated 
filler. 

The claims do not structurally define over the Dugan filler as modified above. 

b. Claim 1 1 : The claimed process has been interpreted as the steps being performed 
in the order recited. The particular filler material is discussed with regard to claim 1 
above. As for the method, Dugan discloses the process steps of providing a roof gutter 
and fitting the gutter with a filler material (1:37-38, 57-58). Dugan does not expressly 
mention whether the gutter mounted to a building. The examiner takes Official notice 
that it is well known in the roofing field of endeavor to provide a mounted gutter before 
installing appurtenances thereto, i.e., a filter, screen, cover, downspout strainer, etc. The 
process ensures that the gutter is properly and securely mounted to the building prior to 
adding any appurtenance thereby ensuring a clear or unobstructed view of the gutter 
mounting means and/or seam areas during mounting of the gutter. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Dugan to include the step of providing a gutter 
mounted on a building before inserting the filler, in order to ensure a clear or 
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unobstructed view of the mounting means and/or seams of the gutter when the gutter is 
mounted. 

7. Claims 2-4, 6-8, 12-14 and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dugan (US-3855132) as applied to claims 1 and 1 1, respectively, in view of 
Marmon (US-6200669). 

a. Claim 2: Marmon teaches a multi-component material (e.g., 1:12-13). 

b. Claim 3: Marmon teaches material comprising hollow fibers (e.g., 7:1-7). 

c. Claim 4: Marmon teaches staple fibers having a denier of 1 5 or less (e.g., 3:57 to 
4:4). 

d. Claim 6: Marmon teaches a polyolefin fiber (e.g., 7:64 to 8:2). 

e. Claim 7: Marmon teaches sheath/core fibers comprising sheaths that melt at a 
temperature lower than the core (e.g., 4:54-58, through-air bonding including melting one 
of the polymers of a bicomponent fiber web). 

f. Claim 8: Marmon teaches a web of fiber formed by spunbond (e.g., 7:44-47). 
Marmon discloses the use of the above noted materials in nonwoven web fabrics 

that retain their characteristics during entangling. The particular type of filler material 
used would have been dependent upon the desired result of adequate water capacity and 
flow as well as preventing debris from entering the gutter. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the filler material of Dugan to include the 
Marmon material, as mentioned above, in order to provide a material that retains its 
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characteristics and that adequately removes the desired waste or debris from the liquid or 
rainwater. 

g. Claims 12-14 and 16-18: The claimed process has been interpreted as the steps 
being performed in the order recited. The particular filler material is discussed with 
regard to claims 2-4 and 6-8 above. As for the method, Dugan discloses the process steps 
of providing a roof gutter and fitting the gutter with a filler material (1:37-38, 57-58). 
Dugan does not expressly mention whether the gutter mounted to a building. The 
examiner takes Official notice that it is well known in the roofing field of endeavor to 
provide a mounted gutter before inserting appurtenances, i.e., a filter, screen, cover, 
downspout strainer, etc., in the gutter in order to ensure that the gutter is properly and 
securely mounted to the building prior to adding any appurtenance thereby ensuring a 
clear or unobstructed view of the gutter mounting means and/or seam areas during 
mounting of the gutter. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the combination of Dugan and Marmon to 
include the step of providing a gutter mounted on a building before inserting the filler, in 
order to ensure a clear or unobstructed view of the mounting means and/or seams of the 
gutter when the gutter is mounted. 
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8. Claims 5, 9, 10, 15, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dugan (US-3855132) as applied to claims 1 and 1 1, respectively, in view of Schilling (US- 
5776567). 

a. Claim 5: Schilling teaches a first layer netting comprising two sublayers (2:54- 
56). The thickness of the first layer is 0.2 inches (2:63-65). Converting the thickness to 
denier, at least one of the two layers is inherently of a denier greater than 15. 

b. Claim 9: Schilling teaches a non- fibrous element in the form of a polymeric 
netting (3:21-23; 304, 306). 

c. Claim 10: Schilling teaches woven material (e.g., 3:42-44). 

Schilling discloses the use of the above noted materials used in a manner having a 
thickness and density in accordance with the desired separation of solid from a liquid. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the filler material of Dugan to include the 
Schilling material, as mentioned above, in order to adequately remove the desired waste 
or debris from the liquid or rainwater. 

d. Claims 15, 19 and 20: The claimed process has been interpreted as the steps being 
performed in the order recited. The particular filler material is discussed with regard to 
claims 5, 9 and 10 above. As for the method, Dugan discloses the process steps of 
providing a roof gutter and fitting the gutter with a filler material (1:37-38, 57-58). 
Dugan does not expressly mention whether the gutter mounted to a building. The 
examiner takes Official notice that it is well known in the roofing field of endeavor to 
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provide a mounted gutter before inserting appurtenances, i.e., a filter, screen, cover, 
downspout strainer, etc., in the gutter in order to ensure that the gutter is properly and 
securely mounted to the building prior to adding any appurtenance thereby ensuring a 
clear or unobstructed view of the gutter mounting means and/or seam areas during 
mounting of the gutter. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the combination of Dugan and Schilling to 
include the step of providing a gutter mounted on a building before inserting the filler, in 
order to ensure a clear or unobstructed view of the mounting means and/or seams of the 
gutter when the gutter is mounted. 
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Response to Arguments 

8. Applicant's arguments with respect to claims 1-4, 6-8 and 1 1-20 have been considered 
but are moot in view of the new ground(s) of rejection. 

9. Applicant's arguments filed 17 March 2006 have been fully considered but they are not 
persuasive. 

Claims 5, 9 and 10 are not met by Dugan in view of Schilling because Schilling does not 
disclose, teach, or suggest that a porous filler material should have pores that are 
elongated and generally extending lengthwise in the direction of the porous filler 
material and in the direction of the rain flow within the gutter, 

In response, Schilling teaches a layered filter as discussed in the above rejection. 

Dugan and Schilling are both filters. The suggestion to modify Dugan to include a filler 

such as taught by Schilling, is contained within the four corners of Dugan insofar as 

Dugan mentions that the filler material is intended to allow liquid to flow through while 

causing solid debris to be retained on the surface, where the debris can dry and blow 

away or be easily brushed therefrom. This suggests that another filler materials would 

accomplish the same result, i.e., allow liquid to flow through and cause solid debris to be 

retained on the surface, and that the polyurethane foam is an example of material that 

accomplished the objective. Applicant has used the term "comprises" which does not 

limit the claim to one type of filler material, but rather that at least some of the composite 

filler material must meet the limitations recited. Dugan as modified by Schilling meets 

the filler material as recited in the claims. 
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Conclusion 



1 0. The prior art made of record and not relied upon is considered pertinent to applicant's 



- Block (article, Textile) teaches various processes associated with textiles including 
carding, spinning, weaving, and knitting. 

- Beechert (US-5242591) teaches installing filler into existing gutter or installing filler into 
gutter then installing the combination (column 8). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamara L. Graysay whose telephone number is 571-272-6728. 
The examiner can normally be reached on Mon - Fri from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Cuomo, can be reached on 571-272-6856. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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